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States, and by or on behalf of any for-
eign government or intergovernmental 
organization pursuant to any existing 
or future treaty or agreement with the 
United states. If the Chief of Naval Re-
search finds it to be in the public inter-
est, this license may also be expressly 
subject to this same royalty-free right 
by or on behalf of state and municipal 
governments. 

(7) The license shall reserve to the 
Chief of Naval Research the right to re-
quire the licensee to grant sublicenses 
to responsible applicants on terms that 
are reasonable in the circumstances: 

(i) The extent that the invention is 
required for public use by government 
regulations, or 

(ii) As may be necessary to fulfill 
health or safety needs, or 

(iii) For other public purposes stipu-
lated in the license. 

(8) The license may extend to subsidi-
aries and affiliates of the licensee but 
shall be nonassignable without ap-
proval of the Chief of Naval Research, 
except to successors of that part of the 
licensee’s business to which the inven-
tion pertains. 

(9) An exclusive licensee may grant 
sublicenses under his license, subject 
to the approval of the Chief of Naval 
Research. Each sublicense granted by 
an exclusive licensee shall make ref-
erence to the exclusive license, includ-
ing the rights retained by the Govern-
ment under the exclusive license, and a 
copy of such sublicense shall be fur-
nished to the Chief of Naval Research. 

(10) The license may be subject to 
such other terms as may be in the pub-
lic interest. 

(11) The Government shall make no 
representation or warranty as to valid-
ity of any licensed application(s) or 
patent(s), or of the scope of any of the 
claims contained therein, or that the 
exercise of the license will not result in 
the infringement of any other pat-
ent(s), nor shall the Government as-
sume any liability whatsoever result-
ing from the exercise of the license. 

§ 746.8 Additional licenses. 
Subject to any outstanding licenses, 

nothing in this part shall preclude the 
Chief of Naval Research from granting 
additional nonexclusive or limited ex-
clusive licenses for government inven-

tions when he determines that to do so 
would provide for an equitable ex-
change of patent rights. The following 
exemplify circumstances wherein such 
licenses may be granted: 

(a) In consideration of the settlement 
of an interference; 

(b) In consideration of a release of a 
claim of infringement; or 

(c) In exchange for, or as part of, the 
consideration for a license under ad-
versely held patents. 

§ 746.9 Royalties. 
(a) Nonexclusive license. Normally, 

royalties shall not be changed under 
nonexclusive licenses granted to 
United States citizens and United 
States corporations on government in-
ventions; however, the Chief of Naval 
Research may require other consider-
ation. 

(b) Limited exclusive license. A limited 
exclusive license on a government in-
vention shall contain a royalty provi-
sion and/or other consideration flowing 
to the Government. 

§ 746.10 Reports. 
A license shall require the licensee to 

submit periodic reports on his efforts 
to achieve practical application of the 
invention. The reports shall contain in-
formation within his knowledge, or 
which he may acquire under normal 
business practices, pertaining to the 
commercial use being made of the in-
vention, and other information which 
the Chief of Naval Research may deter-
mine is pertinent to its licensing ac-
tivities and is specified in the license. 

§ 746.11 Procedures. 
(a) Publication requirements. The Chief 

of Naval Research shall cause to be 
published in the FEDERAL REGISTER, 
the Official Gazette of the United 
States Patent and Trademark Office, 
and at least one other publication that 
the Chief of Naval Research deems 
would best serve the public interest, a 
list of the government inventions 
available for licensing under the condi-
tions specified in this part. The list 
shall be revised periodically to include 
directly, or by reference to a pre-
viously published list, all inventions 
currently available for licensing. Other 
publications on inventions available 
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for licensing are encouraged, and may 
include abstracts, when appropriate, as 
well as information on the design, con-
struction, use, and potential market 
for the inventions. 

(b) Contents of a nonexclusive license 
application. An application for a non-
exclusive license under a government 
invention should be addressed to the 
Chief of Naval Research (Code 300), Ar-
lington, VA 22217, and shall include: 

(1) Identification of the invention for 
which the license is desired, including 
the patent application serial number or 
patent number, title, and date, if 
known, and any other identification of 
the invention; 

(2) Name and address of the person, 
company, or organization applying for 
the license, and whether the applicant 
is a United States citizen or a United 
States corporation; 

(3) Name and address of the rep-
resentative of applicant to whom cor-
respondence should be sent; 

(4) Nature and type of applicant’s 
business; 

(5) Source of information concerning 
the availability of a license on this in-
vention; 

(6) Purpose for which the license is 
desired and a brief description of appli-
cant’s plan to achieve that purpose; 

(7) A statement of the fields of use 
for which applicant intends to practice 
the invention; and 

(8) A statement as to the geographic 
areas in which the applicant would 
practice the invention. 

(c) Contents of an exclusive license ap-
plication. An application for an exclu-
sive license should be addressed to the 
Chief of Naval Research (Code 300), Ar-
lington, VA 22217, and, in addition to 
the information indicated in paragraph 
(b) of § 746.11, an application for an ex-
clusive license shall include: 

(1) Applicant’s status, if any, in any 
one or more of the following categor- 
ies: 

(i) Small business firm; 
(ii) Minority business enterprise; 
(iii) Location in a surplus labor area; 
(iv) Location in a low-income area; 

and 
(v) Location in an economically de-

pressed area; 
(2) A statement of applicant’s capa-

bility to undertake the development 

and marketing required to achieve the 
practical application of the invention; 

(3) A statement describing the time, 
expenditure, and other acts which the 
applicant considers necessary to 
achieve practical application of the in-
vention and the applicant’s offer to in-
vest that sum to perform such acts if 
the license is granted; 

(4) A statement that contains the ap-
plicant’s best knowledge of the extent 
to which the government invention is 
being practiced by private industry and 
the Government; 

(5) Identification of other exclusive 
licenses granted to applicant under in-
ventions in the custody of other gov-
ernment agencies; and 

(6) Any other facts which the appli-
cant believes are evidence that it is in 
the public interest for the Chief of 
Naval Research to grant an exclusive 
license rather than a nonexclusive li-
cense, and that such exclusive license 
should be granted to the applicant. 

(d) Published notices. (1) A notice that 
a prospective exclusive licensee has 
been selected shall be published in the 
FEDERAL REGISTER, and a copy of the 
notice shall be sent to the Attorney 
General. The notice shall include: 

(i) Identification of the invention; 
(ii) Identification of the selected li-

censee; 
(iii) Duration and scope of the con-

templated license; and 
(iv) A statement to the effect that 

the license will be granted unless: 
(A) An application for a nonexclusive 

license, submitted by a responsible ap-
plicant pursuant to paragraph (b) of 
§ 746.11, is received by the Chief of 
Naval Research within 60 days from the 
publication of the notice in the FED-
ERAL REGISTER, and the Chief of Naval 
Research determines in accordance 
with his prescribed procedures, under 
which procedures the Chief of Naval 
Research shall record and make avail-
able for public inspection all decisions 
made pursuant thereto and the basis 
therefore, that the applicant has estab-
lished that he has already achieved or 
is likely to bring the invention to the 
point of practical application withing a 
reasonable period under a nonexclusive 
license; or 
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(B) The Chief of Naval Research de-
termines that third party has pre-
sented evidence and argument which 
has established that it would not be in 
the public interest to grant the exclu-
sive license. 

(2) If an exclusive license has been 
granted pursuant to this part, notice 
thereof shall be published in the FED-
ERAL REGISTER. Such notice shall in-
clude: 

(i) Identification of the invention; 
(ii) Identification of the licensee; and 
(iii) Duration and scope of the li-

cense. 
(3) If an exclusive license has been 

modified or revoked pursuant to para-
graph (e) § 746.11, notice thereof shall be 
published in the FEDERAL REGISTER. 
Such notice shall include: 

(i) Identification of the invention; 
(ii) Identification of the licensee; and 
(iii) Effective date of the modifica-

tion or revocation. 
(e) Modification or revocation. (1) Any 

license granted pursuant to this part 
may be modified or revoked by the 
Chief of Naval Research if the licensee 
at any time defaults in making any re-
port required by the license or commits 
any breach of covenant or agreement 
therein contained. 

(2) A license may also be revoked by 
the Chief of Naval Research if the li-
censee willfully makes a false state-
ment of material fact or willfully 
omits a material fact in the license ap-
plication or any report required in the 
license agreement. 

(3) Before modifying or revoking any 
license granted pursuant to this part 
for any cause, the Chief of Naval Re-

search shall furnish the licensee and 
any sublicensee of record a written no-
tice of intention to modify or revoke 
the license, and the licensee and any 
sublicensee shall be allowed 30 days 
after such notice to remedy any breach 
of any covenant or agreement as re-
ferred to in paragraph (e)(1) of § 746.11, 
or to show cause why the license 
should not be modified or revoked. 

(f) Appeals. An applicant for a license, 
a licensee, or such other third party 
who has participated under paragraph 
(d)(1)(iv)(B) of § 746.11 shall have the 
right to appeal, in accordance with pro-
cedures prescribed by the Chief of 
Naval Research, any decision con-
cerning the granting, denial, interpre-
tation, modification, or revocation of a 
license. 

§ 746.12 Litigation. 

The property interest in a patent is 
the right to exclude. It is not the in-
tent of the Government to transfer the 
property right in a patent when a li-
cense is issued pursuant to this part. 
Accordingly, the right to sue for in-
fringement shall be retained with re-
spect to all licenses so issued by the 
Government. 

§ 746.13 Transfer of custody of Govern-
ment inventions. 

The Chief of Naval Research may 
enter into an agreement to transfer 
custody of a Government invention to 
another government agency for pur-
poses of administration, including the 
granting of licenses pursuant to this 
part. 
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